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"The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
THE REPLY FILED 18 May 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
1 . S The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must lie filed within one of the following 
time periods: 

a) EH The period for reply expires months from the mailing date of the final rejection. 

b) ^ The period for reply expires on; (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 . 1 36(a). The date on which the petition under 37 CFR 1 . 1 36(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 



2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) n They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) [Z] They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) □ They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: .(See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1 .1 21 . See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, fimely filed amendment canceling the 

non-allowable claim(s). 

7. ^ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) ^ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: ' 
Claim(s) rejected: 1-11 and 13-31 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1 .116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Nofice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome aN rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . S The request for reconsiderafion has been considered but does NOT place the application in condition for allowance because: 

See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No^ 

" ' RAYMONCnTBA^L 
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Continuation of fl .'. Other: Applicant's arguments filed 18 May 2006 have been fully considered but they are not persuasive. Claims 1-31 
are still rejected with the same art. 

In response to Applicants arguments that that the invention defined by the claims was actually conceived before the October 9, 2001 , filing 
date of the Rudd patent, followed by a diligent constructive reduction to practice between October 9, 2001 , and December 3, 2001 , the 
filing date of the present application therefore determining Rudd is unavailable as a reference. 

The Examiner respectfully disagrees. It has been held that, "Conception is the mental part of the inventive act, but it must be capable of 
proof, as by drawings, complete disclosure to another person, etc. In Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 
1897), it was established that conception is more than a mere vague idea of how to solve a problem; the means themselves and their 
interaction must be comprehended also. 

In general, proof of actual reduction to practice requires a showing that the apparatus actually existed and worked for its intended 
purpose. However, "there are some devices so simple that a mere construction of them is all that is necessary to constitute reduction to 
practice." In re Asahi /America Inc., 68 F.3d 442, 37 USPQ2d 1204, 1206 (Fed. Cir.1995) (Citing Newkirk v. Lulejian, 825 F.2d 1581, 
3USPQ2d 1793 (Fed. Cir. 1987) and Sachs v. Wadsworth, 48 F.2d 928, 929, 9 USPQ 252, 253 (CCPA 1931). The claimed restraint 
coupling held to be so simple a device that mere construction of it was sufficient to constitute reduction to practice. Photographs, coupled 
with articles and a technical report describing the coupling in detail were sufficient to show reduction to practice.)." 
Conception has been defined as "the complete performance of the mental part of the inventive act" and it is "the formation in the mind of 
the inventor of a definite and permanent idea of the complete and operative invention as it is thereafter to be applied in practice.. ." 
Townsend v. Smith, 36 F.2d 292, 295, 4 USPQ 269, 271 (CCPA 1930). 

"Conception is established when the invention is made sufficiently clear to enable one skilled in the art to reduce it to practice without the 
exercise of extensive experimentation or the exercise of inventive skill." Hiatt v. Ziegler, 179 USPQ 757, 763 (Bd. Pat. Inter. 1973). 
Conception has also been defined as a disclosure of an invention which enables one skilled in the art to reduce the invention to a practical 
form without "exercise of the inventive faculty." Gunterv. Stream, 573 F.2d 77, 197 USPQ 482 (CCPA 1978). See also Coleman v. Dines, 
754 F.2d 353, 224 USPQ 857 (Fed. Cir. 1985) (It is settled that in establishing conception a party must show possession of every feature 
recited in the count, and that every limitation of the count must have been known to the inventor at the time of the alleged conception. 
Conception must be proved by corroborating evidence.); Hybritechlnc. v. Monoclonal Antibodies Inc., 802 F. 2d 1367, 1376, 231 USPQ 
81 87 (Fed Cir. 1986) (Conception is the "formation in the mind of the inventor, of a definite and permanent idea of the complete and 
operative invention, as it is hereafter to be applied in practice."); Hitzeman v. Rutter, 243 F.3d 1345, 58 USPQ2d 1 161 (Fed. Cir. 2001) 
(Inventor's "hope" that a genetically altered yeast would produce antigen particles having the particle size and sedimentation'rates recited 
in the claims did not establish conception, since the inventor did not show that he had a "definite and permanent understanding" as to 
whether or how, or a reasonable expectation that, the yeast would produce the recited antigen particles.). 

The facts to be established under 37 CFR 1 .131 are similar to those to be proved in interference. The difference lies in the way in which 
the evidence is presented. If applicant disagrees with a holding that the facts are insufficient to overcome the rejection, his or her remedy 
is by appeal from the continued rejection. 
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